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77?e MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 03 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 02 November 2006 . 
2a)D This action is FINAL, 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 3,5-13 and 32-35 is/are pending in the application. 

4a) Of the above claim(s) 12.13 and 32-35 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) [X] Claim(s) 3 and 5-11 is/are rejected. 

7) ^ Claim(s) 3 and 5-11 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)D Some * c)D None of : 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Serial No.: 10/644,027 
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Docket No.: 015280-257300US 
Filing Date: 08/19/2003 



Detailed Office Action 

Status of the Claims 

Applicant's election with traverse of Group I (claims 3 and 
5-11) in the communication filed 02 November, 2006, is 
acknowledged. The traversal is based upon the premise that the 
various inventions arise from a common concept. This argument 
is not found. to be persuasive for the reasons of record clearly 
set for in the last office action. Accordingly, the requirement 
is still deemed to be proper and is therefore made FINAL. 
Claims 12, 13, and 32-35 are withdrawn from further 
consideration by the examiner, pursuant to 37 C.F.R. § 1.142(b), 
as being drawn to a non-elected invention. 

37 C.F.R. § 1.98 

The information disclosure statement filed 19 August, 2003, 
fails to comply with 37 C.F.R. § 1.98(a)(2), which requires a 
legible copy of each cited foreign patent document; each non- 
patent literature publication or that portion which caused it to 
be listed; and all other information or that portion which 
caused it to be listed. It has been placed in the application 
file, but the information referred to therein has not been 
considered except where noted. Applicants submit that the 
aforementioned documents were previously supplied in U.S. Serial 
No. 09/872,733. At the time of this office action this office 
action neither the paper copy nor the electronic copy were 
available for review. Applicants may expedite the consideration 
of the aforementioned references by supplying copies of said 
documents. 
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35 U.S.C. § 120 

If applicant desires to claim the benefit of a prior-filed 
application under 35 U.S.C. § 120, a specific reference to the prior- 
filed application in compliance with 37 C.F.R. § 1.78(a) must be 
included in the first sentence (s) of the specification following the 
title or in an application data sheet. For benefit claims under 35 
U.S.C. § 120, § 121 or § 365(c), the reference must include the 
relationship (i.e., continuation, divisional, or continuation-in-part) 
of the applications. Applicants are reminded that the status (i.e., 
Abandoned, Patented) of any applications relied upon for priority- 
should be updated. U.S. Serial No. 09/872,733 has matured into U.S. 
Patent No. 6,656,706. 

37 C.F.R. § 1.821-1.825 

This application clearly fails to comply with the 
requirements of 37 C.F.R. § 1.821-1.825. Applicant's attention 
is directed to the final rulemaking notice published at 55 FR 
18230 (May 1, 199D) , and 1 114 OG 29 (May 15, 1990). If the 
effective filing date is on or after July 1, 1998, see the final 
rulemaking notice published at 63 FR 29620 (June 1, 1998) and 
1211 OG 82 (June 23, 1998) . If the effective filing date is on 
or after September 8, 2000, see the final rulemaking notice 
published in the Federal Register at 65 FR 54604 (September 8, 
2000) and 1238 OG 145 (September 19, 2000) . Applicant must 
provide an initial computer readable form (CRF) copy of the 
"Sequence Listing", an initial paper or compact disc copy of the 
"Sequence Listing", as well as an amendment directing its entry 
into the application. Applicant must also provide a statement 
that the content of the Sequence Listing information recorded in 
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computer readable form is identical to the written (on paper or 
compact disc) sequence listing and, where applicable, includes 
no new matter, as required by 37 C.F.R. § 1.821(e), § 1.82149, § 
1.821(g), § 1.825(b), or § 1.825(d). If applicant desires the 
sequence listing in the instant application to be identical with 
that of another application on file in the U.S. Patent and 
Trademark Office, such request in accordance with 37 C.F.R. § 
1.821(e) may be submitted in lieu of a new CRF. 

Claim Objections 

Claims 3 and 5-11 are objected to because of . the following 
informalities: the phrase "comprising a SIV-1 gag gene" should 
read --comprising an SIV gag gene--. Appropriate correction is 
required. 

35 U.S.C. § 112, Second Paragraph 

The following is a quotation of the second paragraph of 35 
U.S.C. § 112: 

The specification shall conclude with one or more 
claims particularly pointing out and distinctly 
claiming the subject, matter which the applicant regards 
as his invention. 

Claims 3 and 5-11 are rejected under 35 U.S.C. § 112, second 
paragraph, as being indefinite for failing to particularly point 
out and distinctly claim the subject matter which applicant 
regards as the invention. Two separate requirements are set 
forth under this statute: (1) the claims must set forth the 
subject matter that applicants regard as their invention; and 
(2) the claims must particularly point out and distinctly define 
the metes and bounds of the subject matter that will be 
protected by the patent grant. The reference to SIV-1 in claim 



U.S. Serial No.: 10/644,027 
Applicants: Pavlakis, G. N. , et al . 

3 is confusing. While the human immunodeficiency viruses exist 
as two distinct groups, HIV-1 and -2, the examiner is not aware 
of any such designation amongst the SIVs. It is suggested that 
applicants amend the claim language to simply recite --an SIV 
gag gene-- . 



35 U.S.C. § 101 

The following is a quotation of 35 U.S.C. § 101 which reads 
as follows: 

Whoever invents or discovers any new and useful process, 
machine, manufacture, or composition of matter or any 
new and useful improvement thereof, may obtain a patent 
therefore, subject to the conditions and requirements of 
this title. 

Claims 6-8 are rejected under 35 U.S.C. § 101 because the 
claimed invention is directed to non-statutory subject matter. 
The term "cell" as defined by the specification encompasses gene 
therapy applications wherein said host cell would be present in 
a human being, said cell becoming integrated into the human 
being and therefore being an inseparable part of the human 
itself. The scope, of the claim, therefore, encompasses a human 
being, which is non- statutory subject matter. As such, the 
recitation of the limitation "non-human" would be remedial. See 
1077 O.G. 24, April 21, 1987. 

Correspondence 

Any inquiry concerning this communication should be directed 
to Jeffrey S. Parkin, Ph.D., whose telephone number is (571) 
272-0908. The examiner can normally be reached Monday through 
Thursday from 10:30 AM to 9:00 PM. A message may be left on the 
examiner's voice mail service. If attempts to reach the 
examiner are unsuccessful, the examiner's supervisor, Bruce R. 
Campell, Ph.D., can be reached at (571) 272-0974. Direct 
general status inquiries to the Technology Center 1600 
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receptionist at (571) 272-1600. Informal communications may be 
submitted to the Examiner's RightFAX account at (571) 273-0908. 

Applicants are reminded that the United States Patent and 
Trademark Office (Office) requires most patent related 
correspondence to be: a) faxed tp the Central FAX number (571- 
273-8300) (updated as of July 15, 2005), b) hand carried or 
delivered to the Customer Service Window (now located at the 
Randolph Building, 401 Dulany Street, Alexandria, VA 22314), c) 
mailed to the mailing address set forth in 37 C.F.R. § 1.1 
(e.g., P.O. Box 1450, Alexandria, VA 22313-1450), or d) 
transmitted to the Office using the Office's Electronic Filing 
System. This notice replaces all prior Office notices specifying 
a specific fax number or hand carry address for certain patent 
related correspondence. For' further information refer to the 
Updated Notice of Centralized Delivery and Facsimile 
Transmission Policy for Patent Related Correspondence, and 
Exc ep t i ons The r e t o , 1292 Off. Gaz. Pat. Office 186 (March 29, 
2005) . 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system.. Status information for published applications may 
be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . 

Respectfully, 



Jeffrey S. Parkin, Ph.D. 
• Primary Examiner 
Art Unit 1648 

21 January, 2007 
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' Notice to Comply 


Application No. 
10/644,027 


Applicant(s) 

Pavlakis, G. N. 


Examiner 

Jeffrey S. Parkin 


Art Unit 
1648 


Paper No. 

08/19/2003 


NOTICE TO COMPLY WITH REQUIREMENTS FOR PATENT APPLICAT 


ONS CONTi 


MNING 



NUCLEOTIDE SEQUENCE AND/OR AMINO ACID SEQUENCE DISCLOSURES 



Applicant must file the items indicated below within the time period set the Office action to which the Notice is attached 
to avoid abandonment under 35 U.S.C. § 133 (extensions of time may be obtained under the provisions of 37 CFR 
1.136(a)). 

The nucleotide and/or amino acid sequence disclosure contained in this application does not comply with the 
requirements for such a disclosure as set forth in 37 C.F.R. 1 .821 - 1 .825 for the following reason(s): 

^ 1 . This application clearly fails to comply with the requirements of 37 C.F.R. 1 .821-1 .825. Applicant's attention is 
directed to the final rulemaking notice published at 55 FR 18230 (May 1 , 1990), and 1 1 14 OG 29 (May 15, 1990). If 
the effective filing date is on or after July 1 , 1998, see the final rulemaking notice published at 63 FR 29620 (June 1 , 
1998) and 121 1 OG 82 (June 23, 1998). 

El 2. This application does not contain, as a separate part of the disclosure on paper copy, a "Sequence Listing" as 
required by 37 C.F.R. 1.821(c). 

3. A copy of the "Sequence Listing" in computer readable form has not been submitted as required by 
37 C.F.R. 1.821(e). 

□ 4. A copy of the "Sequence Listing" in computer readable form has been submitted. However, the content of the 
computer readable form does not comply with the requirements of 37 C.F.R. 1 .822 and/or 1 .823, as indicated on the 
attached copy of the marked -up "Raw Sequence Listing." 



□ 5. The computer readable form that has been filed with this application has been found to be damaged and/or 
unreadable as indicated on the attached CRF Diskette Problem Report. A Substitute computer readable form must 
be submitted as required by 37 C.F.R. 1 .825(d). 

□ 6. The paper copy of the "Sequence Listing" is not the same as the computer readable from of the "Sequence 
Listing" as required by 37 C.F.R. 1.821(e). 

□ 7. Other: 

Applicant Must Provide: 

S An initial computer readable form (CRF) copy of the "Sequence Listing". 

S An initial paper copy of the "Sequence Listing", as well as an amendment directing its entry into the specification. 

^ A statement that the content of the paper and computer readable copies are the same and, where applicable, 
include no new matter, as required by 37 C.F.R! 1 .821 (e) or 1 .821 (0 or 1 .821 (g) or 1 .825(b) or 1 .825(d). 



For questions regarding compliance to these requirements, please contact: 

• For Rules Interpretation, call (571 ) 272-0951 

• For Patentin Software Program Help, call Patent EBC at 1-866-217-9197 between the hours of 6 a.m. and 
12 midnight, Monday through Friday, EST. 

• Send e-mail correspondence for Patentin Software Program Help @ ebc@uspto.gov . 

To Download Patentin Software, visit http://www.uspto.gov/web/patents/software.htm . 
PLEASE RETURN A COPY OF THIS NOTICE WITH YOUR REPLY 



